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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . Claims 40, 48, 57, 65, 73 and 82 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 40, 48, 57, 65, 73 and 82, line 2, the term "polyester", in lieu of the term 
-polyamide--, is questioned. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 33 and 39-89 are rejected under 35 U.S.C. 103(a) as being unpatentable over EP 
1239008 or U.S. 6,733,853 (both to Takashima et al) in view of U.S. 6,129,961 (Sonoda et al) as 
per reasons of record. 

The Takashima et al references each disclose compositions having high clarity 
comprising (A) preferably 3 to 40% by mass of a m-xylylene group-containing polyamide resin 
(A) and 97 to 60% by mass of polyethylene terephthalate (B). The references differ in essence 
from the present base claims in not expressly disclosing i) a polyester comprising a fine powder 
content of 1,000 ppm or less and ii) either 3 pbw (claims 33, 47, 54 and 88) or an upper limit of 2 
pbw (claims 63, 72, 79 and 89) of polyamide per 100 pbw of polyester. 
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Regarding the first essential difference, the benefit of using polyesters governed by low 
contents of fine powder, for the purpose of providing compositions governed by superior 
transparency and flavor retention useful in applications similar to those of Takashima et al, is 
well known in the art (per Sonoda et al - abstract, examples, etc.). Accordingly, it would have 
been obvious to one having ordinary skill in the art to have employed a polyester with low fine 
powder content in the compositions of Takashima et al for the expected additive effect of 
improved transparency and flavor retention. This is particularly so, given that it is of upmost 
importance to Takashima et al to provide compositions having high clarity, that is, transparency, 
as well as flavor retention. Thus, absent evidence that the employ of the presently claimed 
polyester having low fine powder content results in unusual or unexpected results, no 
patentability can be seen in the presently claimed subject matter. 

As to the second essential difference, it is urged that the 3.1 parts by weight of polyamide 
disclosed by Takashima et al constitutes the lower limit of the preferred range defining the 
polyamide content (column 6, line 42). It is by well now established that the disclosure by the 
reference of a preferred embodiment does not teach away from the entire disclosure of the patent. 
Polyamide contents lower than 3.1 parts by weight are deemed to be encompassed by the general 
disclosure of the references just so long as the content of the polyamide and the concentration of 
the phosphorus compound therein meet the formula (1), i.e., PxC/100 is less than or equal to 25 
(column 6). When the value of formula (1) falls within the range of 25 or less, the composition 
has improved gas barrier properties with little darkening due to the deposition of metallic 
antimony. The claimed polyamide content and the lower limit of the prior art preferred range 
contain contents that are very similar (i.e., 2 or 3 parts versus 3.1 parts) and, as such, the prior art 
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establishes prima facie obviousness. Accordingly, absent evidence of unusual or unexpected 
results for the presently claimed upper limit of 3 parts, as opposed to the references' lower limit 
of 3. 1 parts, no patentability can be seen in the presently claimed subject matter because the 
similar contents would have been expected to have the same properties. 

No point of contention appears to exist with regard to Takashima et al not disclosing any 
of the various elements recited in the present claims. In this regard, it is noted that Takashima et 
al expressly exemplify i) alkali metal-containing phosphorus contents of 200 ppm or less, which 
content fulfills both the presently claimed alkali metal atom and phosphorus atom contents, ii) 
antimony atom contents of less than 200 ppm and iii) Color L values higher than 80 (Tables). As 
to the acetaldehyde and cyclic trimer contents (claims 42-44, it is maintained the use of the 
polyesters governed by low fine powder contents would necessarily satisfy said requirements, 
per Sonoda et al. 

It is maintained that the combination of the cited references provides sufficient disclosure 
and guidance to one having ordinary skill in the art that control of the various elements claimed, 
e.g., polyamide content, antimony content, phosphorus content, polyester fine powder content, 
etc., is important to obtain compositions governed by superior properties inclusive of 
transparency and flavor retention. Accordingly, no patentability can be seen in the presently 
claimed subject matter. 

Response to Arguments 

4. Applicant's arguments filed January 16, 2009 have been fully considered but they are not 
persuasive. 
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Applicants assert that they have discovered that improved transparency (reduced haze) 
can be provided by regulating the polyamide content, the antimony content, the phosphorus 
content and/or, the polyester fine powder content in the composition. This recognition of 
improved transparency, however, is not deemed to be an unusual or unexpected result as one 
having ordinary skill in the art would have reasonably expected it from following the teachings 
and suggestions of the prior art. The property improvements noted by applicants are in keeping 
with what one having ordinary skill in the art would have reasonably expected by controlling and 
optimizing the various elements presently claimed. The control of these various elements in 
combination so as to provide a composition having superior properties takes into account 
knowledge which was within the level of ordinary skill at the time the claimed invention was 
made. 

Applicants' argument, that even if the reference example 6 were modified to contain 2 
wt% polyamide that said composition would not satisfy the present claims because there is no 
phosphorus in the polyamide, is not relevant to the present claims wherein a phosphorus content 
is not required, e.g., claims 33, 54, etc. In any event, the reference exemplifies compositions 
containing polyamides having a phosphorus compound, wherein said compositions all meet the 
limitations of formula (1) (Table 1, etc.). It is maintained that it would have been obvious to one 
having ordinary skill in the art to have used lower polyamide contents in said examples, e.g., 2 
wt%, with the reasonable expectation that the resulting compositions would be governed by good 
gas barrier properties with little darkening due to the deposition of metallic antimony % because 
the limitations of formula (1) would still be met. 
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As to applicants' contention that there is no motivation to combine the disclosure 
of Sonoda et al, it is urged that it would have been obvious to one having ordinary skill in the art 
to have used a polyester with low fine powder content in the compositions of Takashima et al for 
the expected additive improvements in transparency and flavor retention. This is particularly so, 
given that it is of upmost importance to Takashima et al to provide compositions having high 
clarity, that is, transparency, as well as flavor retention. Thus, absent evidence that the employ 
of the presently claimed polyester having low fine powder content results in unusual or 
unexpected results, no patentability can be seen in the presently claimed subject matter. 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ana L. Woodward whose telephone number is (571) 272-1082. 
The examiner can normally be reached on Monday-Friday (8:30-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on (571) 272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ana L. Woodward/ 
Primary Examiner 
Art Unit 1796 



